THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not witten
for publication in a law journal and (2) is not binding precedent of the Board.
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DECI SI ON ON APPEAL

This is an appeal fromthe refusal of the exam ner to
allowclains 1 to 4 and 30, as anended subsequent to the final
rejection. Clainms 24 to 29, the other clains pending in this

application, have been all owed.

! Application for patent filed March 10, 1997.
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BACKGROUND

The appellant's invention relates to a device for
transporting workpieces. An understanding of the invention
can be derived froma reading of exenplary clains 1 and 30,

whi ch appear in the appendix to the exam ner's answer.

The prior art references of record relied upon by the
exam ner in rejecting the appeal ed cl ai ns are:
Laverriere 4, 389, 064 June 21,
1983
Cl aeskens et al. 4,480, 780 Nov. 6,
1984
(C aeskens)

Hawkswel | 4. 624, 050 Nov.
25, 1986

Claims 1 and 2 stand rejected under 35 U.S.C. § 102(b) as

bei ng antici pated by Hawkswel | .

Claim 30 stands rejected under 35 U.S.C. § 102(b) as

bei ng antici pated by Laverriere.
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Clains 3 and 4 stand rejected under 35 U.S.C. § 103 as

bei ng unpat ent abl e over Hawkswel |l in view of C aeskens.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellant regardi ng the above-noted
rejections, we nmake reference to the final rejection (Paper
No. 6, mailed Septenmber 2, 1998) and the answer (Paper No. 14,
mai | ed February 4, 1999) for the exam ner's conplete reasoning
in support of the rejections, and to the brief (Paper No. 13,
filed Decenber 24, 1998) for the appellant's argunents

t her eagai nst .

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellant's specification and
clainms, to the applied prior art references, and to the
respective positions articul ated by the appellant and the
exam ner. As a consequence of our review, we make the

determ nati ons which foll ow

The anticipation issues
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We sustain the rejection of claim30 under 35 U S. C

8§ 102(b) but not the rejection of clains 1 and 2.

Initially we note that anticipation by a prior art
reference does not require either the inventive concept of the
cl ai med subject nmatter or the recognition of inherent
properties that may be possessed by the prior art reference.

See Verdegaal Bros. Inc. v. Union Gl Co., 814 F.2d 628, 633,

2 USPQ2d 1051, 1054 (Fed. Cir.), cert. denied, 484 U S. 827

(1987). A prior art reference anticipates the subject of a
cl ai mwhen the reference discloses every feature of the

clainmed invention, either explicitly or inherently (see Hazan

V. Int'l Trade Commin, 126 F.3d 1473, 1477, 44 USPQd 1358,

1361 (Fed. GCir. 1997) and RCA Corp. v. Applied Digital Data

Systens, Inc., 730 F.2d 1440, 1444, 221 USPQ 385, 388 (Fed.
Cir. 1984)); however, the | aw of anticipation does not require
that the reference teach what the appellants are cl ai mng, but
only that the clains on appeal "read on" sonething disclosed

in the reference (see Kalman v. Kinberly-dark Corp., 713 F.2d

760, 772, 218 USPQ 781, 789 (Fed. GCir. 1983), cert. denied,

465 U.S. 1026 (1984)).
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Clains 1 and 2
These clains recite a device for transporting workpi eces
including, inter alia, a first vacuum head el enent, a
reci procating spindle having a helical rack and a helical
pi nion driven by an output shaft of a rotary notor neshing

wi th the pinion.

The examner's rejection is based on his belief (answer,
pp. 4-5) that the clained helical rack and helical pinion are
readabl e on Hawkswel | 's drive nut 38 and | ead screw 72,

respectively. The appellant disagrees (brief, p. 5).

We find that the claimed helical rack and helical pinion
are not readable on Hawkswel|l's drive nut 38 and | ead screw
72. In that regard, it is well known that the distinction
bet ween helical gearing and worm gearing may be stated as
follows: If the nunber of threads, or teeth, on the pitch
cylinder is such that no one thread nakes a conplete turn, the
gear is called a helical gear. |[If on the other hand, a thread

makes a conplete turn, the result is a wormand the mating



Appeal No. 1999-1751 Page 7
Application No. 08/814, 299

gear is called a wormgear.? Since Hawkswell's drive nut 38
and |l ead screw 72 inherently include a thread nmaking a
conplete turn, it is inappropriate to consider either
Hawkswel | 's drive nut 38 to be a helical rack or Hawkswell's

| ead screw 72 to be a helical pinion

Since all the limtations of clains 1 and 2 are not found
in Hawkswel | for the reasons stated above, the decision of the
examner to reject clains 1 and 2 under 35 U S.C. 8§ 102(b) is

rever sed

Claim 30

This claimrecites a device for transporting workpi eces
including, inter alia, a first vacuum head el enent, a
reci procating spindle, a housing having a radially-oriented
surface, and a porous foam nenber overlying the radially-

oriented surface wherein the porous foam nenber confornms to a

2 See "Mechanics of Machinery," Third Edition, C. W Ham
and E. J. Crane, MG aw H || Book Conpany, Inc., 1948, pp.
123-127.
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surface of an article to be transported upon engagenent

therew t h.

We agree with the exam ner's determ nation (fina
rejection, pp. 2-3, and answer, pp. 5-6) that claim30 is

antici pated by Laverriere.

We find that the appellant's argunents (brief, pp. 7-8)
as to why claim30 is not anticipated by Laverriere

unper suasi ve for the foll ow ng reasons.

First, the appellant argues that Laverriere uses cl osed
cell foamrather than open cell foam However, claim 30 does
not require that the porous foam nenber be an open cell foam
Mor eover, Laverriere clearly teaches that his foam3 is an

open cell foam?3

Second, the appellant argues that suction passes only

t hrough the openings 4 of Laverriere's foam 3. However,

3 See, for exanple, colum 3, line 68; colum 4, |lines 24-
25; and colum 5, lines 4-15.
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Laverriere clearly teaches that his foam 3 permts suction to
pass in addition to the openings 4.4 Mor eover, claim 30 only
requi res the foam nenber to be porous, which is net by
openings 4 in the foam3 as well as the foam 3 being an open

cell foam

Third, the appellant argues that Laverriere |acks both
t he
radi ally-oriented surface and the porous foam nenber overlying
the radially-oriented surface as set forth in claim30. W do
not agree. It is our determ nation that when the phrase
radi ally-oriented surface is given its broadest reasonabl e

meani ng,® that limtation is readable on Laverriere's

4 See colum 4, lines 29-309.

1t is well settled that, in proceedings before the PTQ
clainms in an application are to be given their broadest
reasonabl e interpretation consistent with the specification,
and that claimlanguage should be read in light of the
specification as it would be interpreted by one of ordinary

skill inthe art. 1n re Sneed, 710 F.2d 1544, 1548, 218 USPQ
385, 388 (Fed. Cir. 1983). Moreover, limtations are not to
be read into the clainms fromthe specification. [n re Van

Geuns, 988 F.2d 1181, 1184, 26 USPQ2d 1057, 1059 (Fed. GCr
1993) citing In re Zletz, 893 F.2d 319, 321, 13 USPQ2d 1320,
1322 (Fed. Gir. 1989).
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structure 5 since structure 5 extends radially in al
directions fromits mdpoint. Thus, Laverriere's foam 3 does

overly a radially-oriented surface as set forth in clai m30.

Since all the limtations of claim30 are found in
Laverriere, the decision of the examner to reject claim30

under 35 U. S.C. 8§ 102(b) is affirnmed.

The obvi ousness issue
W w il not sustain the rejection of clains 3 and 4 under

35 U.S.C § 103.

We have reviewed the reference to C aeskens additionally
applied in the rejection of clains 3 and 4 (dependent on claim
2) but find nothing therein which nakes up for the
deficiencies of Hawkswel | discussed above regarding clains 1
and 2. Accordingly, we cannot sustain the exam ner's

rejection of appealed clains 3 and 4 under 35 U S.C. § 103.

CONCLUSI ON
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To summari ze, the decision of the exam ner to reject
clainms 1 and 2 under 35 U. S.C. 8§ 102(b) is reversed; the
deci sion of the examner to reject claim30 under 35 U S.C. 8§
102(b) is affirmed; and the decision of the exam ner to reject

claine 3 and 4 under 35 U.S.C. 8 103 is reversed.

No tinme period for taking any subsequent action in

connection with this appeal may be extended under 37 CFR

8§ 1.136(a).
AFFI RVED- | N- PART
HARRI SON E. McCANDLI SH )
Seni or Adm ni strative Patent Judge
)

BOARD OF PATENT

JEFFREY V. NASE APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

JOHN F. GONZALES
Adm ni strative Patent Judge
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